PPH using the national work products from NOIP

Procedures to file a request to JPO (Japan Patent Office) for
Patent Prosecution Highway Pilot Program between JPO and
NOIP (National Office of Intellectual Property)

Applicants can request accelerated examination by a prescribed procedure including
submission of relevant documents on an application which is filed with JPO and satisfies the
following requirements under the JPO-NOIP Patent Prosecution Highway pilot program
based on the NOIP application.

When filing a request for the PPH pilot program, an applicant must submit a request form
“The Explanation of Circumstances Concerning Accelerated Examination” based on the
procedure prescribed in “the Guidelines of the Accelerated Examination and Appeal."’
Under the PPH pilot program, an applicant is not required to fill in the section “2. the
disclosure of prior arts and comparison between the claimed invention and prior art” in “The
Explanation of Circumstances Concerning Accelerated Examination”.

The Offices may terminate the PPH pilot program if the volume of PPH request exceeds
manageable level, or for any other reason. Ex ante notice will be published if the PPH pilot
program is terminated.

Upon request of the other Office, this document can be revised any time during the PPH
pilot program if necessary.

The PPH pilot program will be in effect for three years commencing on April 1, 2016 and
will end on March 31, 2019. However, the pilot program may be extended after a joint

NOIP-JPO review and assessment of the program implementation.

1. Requirements
(a) The JPO application (including a PCT national phase application) is

(i) an application which validly claims priority under the Paris Convention to the
NOIP application(s) (examples are provided in ANNEX, figure A, B, C, F, G
and H), or

(ii) a PCT national phase application without priority claim (examples are
provided in ANNEX, figure I), or

(iii) an application which validly claims priority under the Paris Convention to the
PCT application(s) without priority claim (examples are provided in ANNEX,
figure J, K and L).

The JPO application, which validly claims priority to multiple NOIP or direct PCT

applications, or which is the divisional application validly based on the originally filed

application that is included in (i) to (iii) above, is also eligible.

The pilot program is not applicable on the basis of NOIP ‘utility solutions’ applications.

! http://www.jpo.go.jp/torikumi/t torikumi/souki/pdf/v3souki/quideline.pdf
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(b) At least one corresponding application exists in NOIP and has one or more claims
that are determined to be patentable/allowable by NOIP.
The corresponding application can be the application which forms the basis of the priority
claim, an application which derived from the NOIP application which forms the basis of
the priority claim (e.g. a divisional application of the NOIP application), or an NOIP
national phase application of a PCT application.
Claims are “determined to be allowable/patentable” when the NOIP examiner clearly
identifies the claims to be allowable/patentable in the latest office action, even if the
application is not granted for patent yet. The office action includes at least one of the
following:

(i) Decision of grant a patent

(i) Notification of reasons for refusal

(iii) Notification of reasons for amendment

(iv) Decision for refusal

(v) Decision of conversion to the ministries concerned

(

vi) Decision of Appeal

(c) All claims on file, as originally filed or as amended, for examination under the PPH
must sufficiently correspond to one or more of those claims indicated as
allowable in NOIP.

Claims are considered to "sufficiently correspond" where, accounting for differences due
to translations and claim format, the claims in JPO are of the same or similar scope as
the claims in NOIP, or the claims in JPO are narrower in scope than the claims in NOIP.
In this regard, a claim that is narrower in scope occurs when an NOIP claim is amended
to be further limited by an additional feature that is supported in the specification
(description and/or claims).

A claim in JPO which introduces a new/different category of claims to those claims
indicated as allowable in NOIP is not considered to sufficiently correspond. For example,
where the NOIP claims only contain claims to a process of manufacturing a product, then
the claims in JPO are not considered to sufficiently correspond if the JPO claims
introduce product claims that are dependent on the corresponding process claims.

Any claims amended or added after the grant of the request for participation in the PPH
pilot program need not to sufficiently correspond to the claims indicated as allowable in

the NOIP application.

(d) JPO has not begun examination of the application at the time of request for the
PPH (an example is provided in ANNEX, figure M).
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(e) A “Request for Substantive Examination” must have been filed at JPO either at the

time of the PPH request or previously.

2. Documents to be submitted
Documents (a) to (d) below must be submitted by attaching to “The Explanation of

Circumstances Concerning Accelerated Examination”.
Note that even when it is not needed to submit documents below, the name of the
documents must be listed in “The Explanation of Circumstances Concerning Accelerated

Examination” (Please refer to the Example form for the detail).

(a) Copies of all office actions (which are relevant to substantial examination for
patentability in NOIP), which were sent for the corresponding application by NOIP,
and translations of them®.

Either Japanese or English is acceptable as translation language.

(b) Copies of all claims determined to be patentable/allowable by NOIP, and
translations of them®.

Either Japanese or English is acceptable as translation language.

(c) Copies of references cited by NOIP examiner
If the references are patent documents, the applicant doesn’t have to submit them
because JPO usually possesses them. When JPO does not possess the patent
document, the applicant has to submit the patent document at the examiner’s request.
Non-patent literature must always be submitted.

The translations of the references are unnecessary.

(d) Claim correspondence table
The applicant requesting PPH must submit a claim correspondence table, which
indicates how all claims in the JPO application sufficiently correspond to the
patentable/allowable claims in the NOIP application.
When claims are just literal translation, the applicant can just write down that “they are
the same” in the table. When claims are not just literal translation, it is necessary to
explain the sufficient correspondence of each claim based on the criteria 1. (c) (Please

refer to the Example form).

When the applicant has already submitted above documents (a) to (d) to JPO through

2 Machine translations will be admissible, but if it is impossible for the examiner to
understand the outline of the translated office action or claims due to insufficient translation,
the examiner can request the applicant to resubmit translations.
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simultaneous or past procedures, the applicant may incorporate the documents by

reference and does not have to attach them.

3. Example of “The Explanation of Circumstances Concerning Accelerated
Examination” for filing request an accelerated examination under the PPH
pilot program

(1) Circumstances

When an applicant files a request for an accelerated examination under the PPH pilot
program to JPO, an applicant must submit a request form “The Explanation of
Circumstances Concerning Accelerated Examination” based on the procedure

prescribed in “the Guidelines of the Accelerated Examination and Appeal™.

The applicant must indicate that the application is included in (i) to (iii) of 1. (a), and that
the accelerated examination is requested under the PPH pilot program. The application
number, publication number, or a patent number of the corresponding NOIP

application(s) also must be written.

*In the case that the application which has one or more claims that are determined to be
patentable/allowable is different from the NOIP application(s) included in (i) to (iii) of 1.
(a) (for example, the divisional application of the basic application), the application
number, publication number, or a patent number of the application(s) which has claims
determined to be patentable/allowable and the relationship between those applications

also must be written.

(2) Documents to be submitted
The applicant must list the name of all required documents mentioned above 2. even when

applicant omits to submit certain documents.

(3) Notice

Forms of “The Explanation of Circumstances Concerning Accelerated Examination” are
different between on-line procedure and paper procedure. Please refer to the examples of
forms when filling in (“Form 1 for Accelerated Examination” for on-line procedures, and

“Form 2 for Accelerated Examination” for paper procedures.).

4. Procedure for the accelerated examination under the PPH pilot program

3 http://www.jpo.go.jp/torikumi/t_torikumi/souki/pdf/v3souki/guideline.pdf
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JPO decides whether the application can be entitled to the status for an accelerated
examination under the PPH when it receives a request with the documents stated above.
When JPO decides that the request is acceptable, the application is assigned a special
status for an accelerated examination under the PPH.
In those instances where the request does not meet all the requirements set forth above, the
applicant will be notified and the defects in the request will be identified. Before the issue of
the notification of not assigning a special status for accelerated examination under the PPH,
the applicant will be given opportunity to submit missing documents. Even after the issue of
the notification of not assigning a special status for accelerated examination under the PPH,
the applicant can request the PPH again.
Example form of on-line procedures

(Example of the request based on the claims indicated patentable/allowable in the

written opinion of the report on the state of the art)

(E84)  FHSZCHILFENRNE

| Thename of this paper |

H:z"E'If z=1= D I FROOF00H00H - Bibliographical items
 Dateoffiling :

(Tl WEETRER

| Destination |

ETEDS

(HFEES] #EE 0000—000000

[IRH#E]
(EAES] 000000000
[FFAXIEEFR] OOBOOWOTH
[K&XIF£FH] OO0O00O0

[FRIEAN]
(EAES] 000000000
[FFAXIEEFR] OOBOOWOTH
[K£&X(F£F] OO OO

1
i The explanation of circumstances concerning accelerated examination i

1. B1F

BHBENAVIAIE IR HRBEEOREETI,

AHFRII AN LE R8T~ 0 H R (35 FEZE S5 00000000) &/ N S #(2E <
BEEOERHELT SHBETHD, BN LHREISHLUTIE AN LAERMBEET(C
FUREFEEMNFETIN TS,

1. Circumstances

i The accelerated examination is requested under the PPH program. E
i This application is an application validly claiming the priority under the Paris !
E Convention to the corresponding NOIP application (the application number is !
' 0000000000), and the Decision of Grant a Patent has been issued by NOIP. E
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LUTIZEWT, N5 A1 &1, THREFE—&F. [V E1a—3 YA TR KEHBE (F 1
B)OVE1—R2T—XTIOF v F 2. A etaR T EE. 1985 F 11 H.p. 123-127)T
H5,

E In what follows, “non-patent literaturel” is “Yoichi Muraoka, Lecture of Computer E
' Science (vol.11) computer architecture, 2rd edition, Scientist com, Nov. 1985, !
 p.123-127. '

If the name of the document is long (over than 50 letters), it is impossible to
write it down directly to the column “[¥)#4])” Please write down the full
name of the document in the column “[ R EABEICEE Y 5F1FEEA)” and name it
properly. Then write the name in the column “[##4 4]

List up the documents to be
HEHZ:'%#@E?%] <« I .
_________________________________________ Submltted

(¥184%] PPH HHEEE 1

(4] **E**H**Elﬁmﬁ%ﬁfimﬁﬁli@—iL&U%@éﬂnﬁx 1
(5R] »+ExxBxBHDOEHFEENELRUZDOEER 1

(Y 2) 4$FEFRIRESHIB SN REBOELRUZOEIERX 1
(4] 5IAIEREFXE1 1

' (The name of the document) PPH request form 1

: (The name of the document) Copy and translation of Notification of Reasons for Refusal in
+ NOIP on (date) 1

' (The name of the document) Copy and translation of grant in NOIP on (date) 1

: (The name of the document) Copy and translation of the claims indicated patentable in the
i+ report on the state of the art and written opinion in NOIP on (date) 1

' (The name of the document) Cited non patent literature1 1

Use the same name as “[#114)” under
“[IRHYHED BEX]”
[:?Eﬁ'q‘%ﬁ:]

__________________________________________
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Attach the document here as image file or
PPHEIZE
(REQUEST FOR PARTICIPATION IN THE PATENT PRos| text.

A BEEE (Bibliographic Data)

HFEES (Application Number) [4#E0000—000000

B. ZEXEH (Request)

HEAICEIUTICEHHFEENAITAI DB
(Applicant requests participation in the Patent Prosecution Highway (PPH) pilot program based on:)

%47
(EFRFAEHEARIERTREEREES D) ~ R F AEFIBMEET (NOIP)
(Office of Earlier Examination (OEE))

B ENHEREOEERREFA(PPHRIEPPH MOTTAINAI
AFFOETBEHRL (National/Regional Office Action(s))

(OEE Work Products Type) O PCTER BB R RN E R (PCT—PPH)
(WO-ISA, WO-IPEA or IPER)

EEFORGEEES(DREEESST) (000000000 |
(OEE Application Number)
(Incl. PCT Application Number) [ ]

C. HE R (Required Documents)

L RFTFDAT4AT7 I3V DEL, R, TOERX
(OEE Work Products and, if required, Translations)

L. B ETFOAT( AT avDELERTTS
(A copy of OEE work products is attached; or)
O FLTRAEXIFPATENTSCOPEIZBNT, 771 A 7 2L av DE#EMMR#Eh TLS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

2. W LR OBFRBRIIEBOMRIERGTTS
(A translation of documents in 1 in a language accepted by the Office is attached; or)
O FLTRBEXIFPATENTSCOPEIZEINT., LEE1. OEEMRMNRHESh TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

I RfTFICE 2T RELERE., RU. TOHRX
(Patentable/Allowable Claims Determined by OEE and, if required, Translations)

3 W ETFHECSVO TR TESHIRESN-2FRAOELERTTDH

(A copy of all claims determined to be patentable/allowable by OEE is attached; or)

0O FIRAEXIFPATENTSCOPEIZELT, e A BES IS h -2 RIRDFRARHTh TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

4 W tE3. OBXREBERIIEBOMRIERTTS
(A translation of documents in 3 in a language accepted by the Office is attached; or)
O FYTRAEX(EPATENTSCOPEIZE T, £EE3. OREBMIRASRHESIh TS
(The office is requested to retrieve documents via the Dossier Access System or PATENTSCOPE)

I 5IFAXHE (Documents Cited in OEE Work Products (if required))

5. W IR XMERTT S

(A copy of all documents cited in OEE work products is attached (excluding patent documents); or)

O 51 A3EkrEF it 5 ArFsF et bal

(No references cited)
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V. ORBEFOEROE TR (Previously submitted documents)

6. O ERIBVTIHFEATHIEFvIL-BREOISL, KICIRHEL-EEEERTS

(If any of the above mentioned documents have been submitted before, please specify:)

(RTFDAT1RAT7 I3 OFL., RU. TOFR0)

l l

(ETFICBHSREFARGHRE. RU. ZTOERD

| l

(SIAJEREF3THk)

l l

V. P& ERI 5P XBR<) (List of names of documents submitted)
BHEEICEHISEFHRASIEROLEY,

VL. BHE4MBE I 594 (List of names of documents omitted for submission)

(TR DAT1AT7 9232 OFL., RU. TORR)

l |

(RTFICBT AR REGHFRE. RU. TOHRX)

I I

(SIRAREFHR)

[FA YRR BAZE00000005 A 4R ‘

[BFEHEFH000005 24 |

D. FHRKIBED % K>BI% (Claims Correspondence)

B AT OEF ARG 2 RIAL TR IS — BT D
i*lﬁwélﬁ B, WUE 2 AR, HRADXEAELIT—8T5)

(All the claims in the application sufficiently correspond to the patentable/allowable claims in the OEE application; or)

O FRIEOXGEFRIE. LT OFEIZEEHE (Claims correspondence is explained in the following table)

FHEOHkE FTITF O HRIE AREFRCET 30AV(ERO BEEF LT 2B 5. AV RICHLT S
(Application Claims) (Corresponding OEE e E SH L TFEL,)
claims) (Explanation regarding the correspondence)

| |l |l

ERRE. FHREZBRSOEWH(BREEICHIHIER) ST HRHA
(explaining any Box VIII observations of WO/ISA, WO/IPEA or IPER)

HEEA XA (Name(s) of applicant(s) or representative(s))
BEHEEICHIIBERARICRBOLSY.,

{2 8 (Date)
BHEZICBILERRBAEICEROLEY,

12 (Signature(e) of the applicant/representative)
BEHEEICEHILBRRAECRBOEEY,
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[%14:%] soxfErok ok B (T OEMIBRBIHNEZEDELRUZDFHERX

(M%) [ Attach the copy of the document. Use the same name as “{##+%&1” under
RHMEDER]

{%#% ] **E**ﬁ sk H ﬁO)ﬁE‘FEE@E LEUZEDFRX

[(RZ&E] | Attach the copy of the document.

(MER] $SHFTRELHIB SN -EREBEOELRUZDEIER
i Copy and translation of the claims indicated patentable in the report on the state of the art |
' and written opinion in NOIP on (date) !

Attach the copy of the document.

{%#%] 51 FAZF 4 Xk 1

Attach the copy of the document.

Note that in the case of paper procedure, the pendency period (the period between the
request for PPH and the first office action) tends to be longer than on-line procedure.



A case meeting requirement (a) (i)
- Paris route -

MOIP T T——
application —:—| Patentaule.-.ﬂ.ll:um:?ule |

i Priority \\\

i claim

’ v
JPO application I I?;cggﬁt

A case meeting requirement (a) (i)
- PCT route -

MOIF lelAllowah
application :4| Patentable/Allowable |\

1
 Priority

| claim
! JPO DO Request
W application for PPH
PCT
application

10



A case meeting requirement (a) (i)

- Paris route, Domestic priority -
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A case meeting requirement (a) (i)

Paris route & Complex priority -

MOIP
application

; I Patentable/Allowable |
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i ZZ application
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Priority | ! Priority

claim |

i claim
1
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|
l
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JPO application I far PPH
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A case meeting requirement (a) (i)
- Paris route & divisional application -
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application

i Priority
i claim
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A case meeting requirement (a) (i)
- PCT route -
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application '
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application for PPH
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- Direct PCT & Paris route -
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application

application
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]
E Prigrity

I claim
W

JPO application I
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- Direct PCT & PCT route -
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4| Patentableidllowable |
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! Priority
! claim

application
PCT .
application || :
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| for FPH

Request

W application
PCT :
application :
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A case meeting requirement (a) (iii)
- Direct PCT & PCT route -

—| Patentable/allowable |

PCT
application | ]
Wi :1rl:urr_.- claim i
Pricrity NOIP DO
! claim application
..ll. "
PCT
application JPO DO [ |Reguest
application far PFH

J

A case not meeting requirement (d)
- Examination has begun before a request for PPH -

MOIP
application

|

Patentable/allowable |

Priority
claim

W First office

JPO application |_ action

Request

(examination)
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